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Qpi nion by Quinn, Adm nistrative Tradenmark Judge:
Applications were filed by FirstHealth of the

Carolinas, Inc. to register the mark FlI RSTCAROLI NACARE f or

“heal thcare insurance clains adm nistration services,

third[-]party insurance clains admnistration services, and
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”1

underwiting insurance for pre-paid healthcare, and for

“health care in the nature of heal th maintenance
or gani zati ons. "2

Carefirst of Maryland, Inc., doing business as
Carefirst BlueCross BlueShield, opposed registration in
each instance. As grounds for opposition, opposer alleged,
pursuant to Section 2(d) of the Trademark Act, that
applicant’s mark, when used in connection with applicant’s
services, so resenbles opposer’s previously used and
regi stered mark CAREFI RST for heal thcare services (and
goods and services related thereto), and for indicating
menbership in a healthcare organi zation, as to be likely to
cause confusion. Qpposer also alleged, under the Federal
Trademark Dilution Act, that its mark is distinctive and
fanous, and that registration of applicant’s mark woul d
| essen the capacity of opposer’s fanmous CAREFI RST mark to
identify and di stinguish opposer’s goods and services.
Opposer clains ownership of a collective nmenbership
registration of the mark CAREFI RST for

i ndi cating nenbership in an

organi zati on of persons and nedi cal
providers interested in health

! Application Serial No. 75455343, filed March 23, 1998, based on
an allegation of a bona fide intention to use the nmark in

conmer ce.

2 Application Serial No. 76222230, filed March 12, 2001, alleging
first use anywhere and first use in commerce on Novenber 21

2000.
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mai nt enance, preventive nedi cine,
prepai d nedi cal plans, reduced health
costs, and progranms on fitness,
prenatal care, substance abuse, and
ot her health-rel ated topics.?3

Opposer also clains ownership of a registration of the mark
CAREFI RST f or

Newsl| etters pertaining to health care,
medi cal care and nenbershi p services;

Underwiting and adm ni stration
services, on a prepaynent basis,
relating to emergency nedi cal care;
prepai d financing and adm ni stration of
nmedi cal care, pharnmaceutical care and
rel ated health care services;

Educati onal services, nanely,
conducting sem nars, classes, workshops
and lectures on nutrition, infant care,
prenatal care, fitness, weight
reduction, stress managenent and

subst ance abuse; and

Health care services in the nature of a
heal t h mai nt enance organi zati on;
consulting services in connection
therewith; selecting health care
providers for offering health care
services at reduced costs to
participating nmenbers so as to contain
heal th care costs; rehabilitation
services for disabled persons;
organi zati onal services, nanely,
pronmoting the interests of persons
concerned with personal health

mai nt enance and safety.*

% Registration No. 1543100, issued June 6, 1989; Section 8
affidavit accepted, Section 15 affidavit acknow edged.
* Registration No. 1546326, issued July 4, 1989; Section 8
affidavit accepted, Section 15 affidavit acknow edged.
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Applicant, in its answers, denied the salient
al l egations of likelihood of confusion and dilution. In
addi tion, applicant counterclainmed to cancel opposer’s
pl eaded regi strations. As grounds for cancellation,
applicant alleged that opposer abandoned its CAREFI RST mark
due to uncontrolled Iicensing; and that opposer has not
used its CAREFIRST mark in connection with underwiting and
clains adm ni stration services separate and apart fromits
heal t h mai nt enance organi zati on servi ces.

Opposer denied the salient allegations of the
counterclaim

Prelimnary Matters

An inordi nate anmobunt of the record, as well as of the

briefs, was designated “confidential.”®

We are precluded,
therefore, fromrecounting certain material facts. Such
facts, had they been disclosed in this decision, would

assi st the reader to better understand our reasoning in

reaching our final decision.® Suffice it to say that

®> The entirety of the briefs were deened “confidential.” The
Board subsequently requested and received redacted copi es.

® In saying this, however, we must overrule applicant’s

obj ections relating to the confidentiality of the results of
opposer’s two brand awareness studies. Although we share
applicant’s concern that the “confidential” designation makes it
“undul y cunbersone” in referring to this evidence, applicant’s
obj ections are untinmely. A protective order (the Board’'s

St andar di zed Protective Agreenent) has been in place since March
2001, and the brand studies were nmarked “confidential” pursuant
to the agreenent, yet applicant did not raise any issue with
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certain confidential facts, were we able to discuss them
woul d reveal the conpelling case in support of our decision
that this opinion mght not adequately convey to al

readers.

Anot her point requires comrent. The first opposition
was filed on Decenber 10, 1999, and continued until the
oral hearing held on February 24, 2005. The Board is an
adm nistrative tribunal of the United States Patent and
Trademark O fice enpowered to determne the right to
register only. The Board has no authority to determ ne the
right to use, or the broader questions of infringenment or
unfair conpetition. TBWP §102.01 (2" ed. rev. 2004).

Sel dom does a Board proceedi ng generate a record of the
size in this case (the size of the record on sunmary
judgnent |ikew se was enornous), not to nention the |evel

of contentiousness between counsel. It is sinply

i nconceivable to the Board that the issues herein warranted
either a record of this size or the | arge nunber of notions
relating thereto.

Thr oughout this proceeding, the Board expressed its
frustration. 1In ruling on a nyriad of discovery disputes

(requiring a twenty-seven page order dated July 2, 2001),

respect thereto until the briefing stage. W view applicant’s
delay as a waiver as to the “confidential” designation of this
evi dence.
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the Board agreed with applicant’s criticismof opposer’s
behavi or as “dil atory gamesmanshi p” and noted that
“opposer’s attitude toward di scovery throughout this
proceedi ng has been unduly contentious.” As early as 2001,
the Board found opposer’s discovery conduct to be “a waste

n 7 I n

of both parties’ tinme and of the Board s resources.
its order on summary judgnent, the Board stated that it was
“appal l ed at the history of these oppositions.” The Board,
prior to trial, correctly noted that the parties and their
attorneys were aware of the Board s displeasure with the
course of these proceedings. Nevertheless, the attorneys’
behavi or was not altogether different during the trial
phase. Reading the testinony in this case required extrene
patience given the fact that counsel interposed objection
after objection after objection. Many objections appeared
to be interposed for no purpose other than to disrupt the

flow of the testinony. |In certain instances, the

obj ecti ons degenerated into downright hostility and

" Al though the Board certainly did not verify the follow ng
statenent, we think that it illustrates the excessive discovery
inthis litigation: “As the Board will appreciate and as

admi tted by applicant, opposer has produced approximately 10, 000
pages of docunments in this opposition and has supplenented its
di scovery responses on no |less than four separate
occasions....applicant has produced approxi mately 3,500 pages.”
(“Opposer’s nenorandumin opposition to applicant’s notion to
strike Gallant testinony exhibit nunbers 4 and 5, and notices of
reliance nunbers 6 (in part), 7-14, 15 (in part) and 16 (in
part).”)
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contenpt between the attorneys.® W can only wonder what
drove the volune of notions and other filings, and the
contenti ousness between the parties and counsel herein.
The Board appreciates the val ue of zeal ous representation
of a client, but, in many instances, the posturing of
counsel did nothing to advance the nerits of this
proceedi ng. The parties even argued and filed notions over
whet her opposer’s use of footnotes in a brief was used as
“subterfuge” to avoid page limtations. So many of the
actions herein needl essly added to the expense of the
parties, not to nention the drain on resources of the
Board. Many, many dol |l ars woul d have been saved if the

parties and their attorneys had sinply cooperated in good

8 An exchange between counsel took place as follows: (Finch):
“l do have a flight, and | have been trying to nove this along”.

(Biller): *“Well, | still have redirect, so- -.” (Finch):

“Well, Tony, you go ahead. W' |l see howlong you' re going to
nmake me miss ny plane for. So go ahead.” (Biller): “Ckay.”
(Finch): *“Let nme tell you--1 won't say anything at this point,
but you'll hear it fromne.” (Biller): “You poor martyr, M.
Finch.” (Kathy Corbin dep., p. 94). Another: (Biller):

“You' ve ranbled for an hour and a half, I’mnot going to listen
to another two mnutes of you ranmbling, Ruth.” (Daniel Ml er
dep., p. 122). And still another: (Matthew G MAndrews,
representing the third party): “l'mgoing to termnate this |ine
of questioning. | wll give you one nore question, counsel. |If
we- - .” (Finch): “M. MAndrews, you don’t threaten to give ne
one nore question about anything.” (MAndrews): “I just did.”
(Finch): *“Threaten away...” (MAndrews): “You were going to
tell us why it’s relevant.” (Finch): “I don’t have to tell you
anything.” (Bennett): “That’'s fine.” (MAndrews): “But you
said you would.” (The Court Reporter): “Everyone, one at a

time, please.” (Nancy Good dep., pp. 162-63).
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faith with each other as this litigation proceeded for over
five years.

Evi dentiary | ssues

G ven the contentiousness engendered by this
litigation, it is no surprise that there are a plethora of
notions to strike certain testinony and evidence (deferred
until final hearing), along with other evidentiary
obj ecti ons.

The first matter for our consideration is applicant’s
notion for |leave to take limted trial testinony from
third-party witnesses after the close of its testinony
period. As brought out by the notion papers, applicant
intended to develop its trial evidence of third-party use
t hrough depositions upon witten questions. Qpposer
desired that this testinony be taken upon oral exam nation
so that opposer could serve cross-subpoenas and attend the
depositions in person to confront the witnesses. In order
to resolve this dispute, the parties entered into a
stipulation that provided, anong other things: a two nonth
extension of applicant’s testinony period until January 31,
2004 to allow applicant to conplete both the third-party
depositions and to allow applicant tinme to take other
testi nony and present evidence in applicant’s case-in-

chief; and that oral depositions be taken in |ieu of
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depositions upon witten questions. The stipulation went
on to provide, in relevant part, that the parties would
cooperate in the scheduling of the depositions. Applicant
took the testinony of twelve third-party w tnesses
pertaining to each of their uses of marks or nanes
conprising, in whole or in part, the words “care” and/or
“first.” During that time, applicant |earned of two
additional third parties that it wanted to depose.
Applicant filed, on February 2, 2004 (certificate of
mai | i ng dated January 29, 2004), a request for |eave to
take two additional trial testinonial depositions on
February 18, 2004. On that date, applicant took, over
opposer’s objections, two additional depositions, nanely of
Patricia Wangl er of First Care Medical Services of Fosston,
M nnesota, and Dr. John Newconb of First Care South
Properties. (Opposer objected, but neverthel ess attended
t he depositions and cross-exam ned the w tnesses.
Appl i cant contended that the inability of these two
third parties to tinely conply wwth the parties’ subpoenas
was due in large part to the unduly burdensone and
harassi ng nature of opposer’s subpoena. Thus, applicant
contends, opposer’s actions precipitated the delay of the

two witnesses in appearing for their depositions, and yet
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opposer refused to extend the testinony period and/ or
reschedul e the depositions.

Qpposer objected to applicant’s notion, arguing that
the notion could be denied on any one of nine different
gr ounds.

Applicant had approxi mately four years to conduct
di scovery in this case, including ferreting out third-party
uses and wi tnesses such as the two whose testinony
applicant seeks to have us consider. Sinply put, we find
t hat applicant had nore than anple tinme to conduct
di scovery and take testinony herein. W find that
applicant, by waiting until the waning days of its
testinmony period, has failed to justify taking testinony
outside of its assigned testinony period.

In view thereof, applicant’s notion for |eave to take
testinony outside its testinony period is denied. See
Trademark Rule 2.121(a)(1). MTek Inc. v. CVP Systens
Inc., 17 USPQ2d 1070, 1072 (TTAB 1990). The third-party
testinony of Ms. Wangler of First Care Medical Services of
Fosston, M nnesota, and of Dr. Newconb of First Care South
Properties, LLCis therefore not of record, and this
testi nony has not been considered in reaching our decision.

The next matter that we take up relates to applicant’s

notices of reliance nos. 1-6. Applicant filed, on February

10
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26, 2004 (that is, alnost one nonth after the close of its
extended testinony period), a notion to reopen that period
for the limted purpose of filing notices of reliance. The
basis of applicant’s request is that applicant’s counsel

m st akenly docketed February 27, 2004 as the deadline for
filing notices of reliance during its case-in-chief
testinmony period. As reasons for the docketing error,
applicant points to counsel’s famly matters, the
significant anount of testinony that it took, “substanti al
commtnents and tine conflicts wth other unrel ated
matters,” and to the fact that the paral egal responsible
for docketing was newly hired and had never handl ed a Board
proceedi ng. Applicant also points out that sonme of the

evi dence sought to be introduced at trial was submtted in
support of its motion for summary judgnent.® Lastly,
applicant argues fairness and equity, pointing out that the
parties “have vigorously and thoroughly advocated their
respective positions before the Board for several years.”

By way of notices of reliance nos. 1-3, applicant seeks to

°In the Board’s March 7, 2003 order denying, inter alia,
applicant’s notion for summary judgnent, the parties were
specifically informed that all evidence submtted in support of
and in opposition to the notion for summary judgnent is of record
only for consideration of that notion. To be considered at final
hearing, the parties were advised, any such evidence nust be
properly introduced in evidence during the appropriate trial
period. See Levi Strauss & Co. v. R Josephs Sportswear Inc., 28
USPQ2d 1464 (TTAB 1993); and TBMP §528.05(a) (2" ed. rev. 2004).

11
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i ntroduce the discovery deposition of David Wlf (notice of
reliance no. 1); certain discovery responses of opposer
(notice of reliance no. 2); and certified copies of forty-
three third-party registrations (both federal and state)
(notice of reliance no. 3).

Opposer has objected to the reopeni ng sought by
applicant, and has noved to strike the notices of reliance
and acconpanyi ng evi dence.

Applicant has failed to set forth excusabl e negl ect
for the reopening of its testinony period for the limted
pur pose of introducing notices of reliance nos. 1-3. The
analysis to be used in determ ning whether a party has
shown excusabl e negl ect was set forth by the Suprene Court
in Pioneer Investnment Services Co. v. Brunsw ck Associ ates
Ltd. Partnership, 507 U S. 380 (1993), followed by the
Board in Punmpkin Ltd. v. The Seed Corps, 43 USPQRd 1582
(TTAB 1997). Taking into account all of the relevant
ci rcunst ances surroundi ng applicant’s delay, we find that,
on bal ance, the factors weigh in favor of opposer, rather
t han appli cant.

Accordingly, applicant’s notion to reopen is deni ed.
Notices of reliance nos. 1-3 are therefore not of record

and have not been considered in making our decision.

12
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G ven the contentious nature of this case, granting
the notion to strike these notices of reliance is, of
course, not the end of the story. Applicant, during its
rebuttal testinony period as plaintiff in the counterclaim
tinmely submtted notices of reliance nos. 4-6. These
notices of reliance are exact duplicates of notices of
reliance nos. 1-3. In the notices of reliance nos. 4-6,
applicant concedes that it resubmtted the notices and
acconpanyi ng evidence to “renedy the tim ng objections
raised in opposer’s notion to strike filed March 16, 2004.”

Opposer noved to strike notices of reliance nos. 3-6
as i nproper rebuttal in that, opposer argues, this
testi nony and evi dence shoul d have been filed as part of
applicant’s case-in-chief as defendant in the opposition
and plaintiff in the counterclaim

Because this proceeding includes a counterclaim the
Board schedul ed testinony periods as specified in Trademark
Rule 2.121(b)(2), giving each plaintiff a period for
presenting its case in chief as against each defendant,
gi ving each defendant a period for presenting its case and
neeting the case of each plaintiff, and giving each
plaintiff a period for rebuttal. Jan Bell Marketing |Inc.
v. Centennial Jewelers Inc., 19 USPQ@d 1636 (TTAB 1990)

[exanpl e of a trial order in an opposition with a

13
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counterclain]. During a plaintiff’s rebuttal testinony
period, the plaintiff may introduce evidence and testinony
to deny, explain or discredit facts and w tnesses adduced
by the defendant. Evidence is inproper rebuttal, however,
where it does not serve to do the above, but rather where
it relates to a witness and facts that m ght appropriately
have been introduced during the party’s case-in-chief.
Western Leat her Goods Co. v. Blue Bell, Inc., 178 USPQ 382
(TTAB 1973).

The evi dence sought to be introduced by way of notices
of reliance nos. 4-6 clearly was required to be submtted
during applicant’s assigned testinony period for presenting
its evidence as defendant in the opposition and as
plaintiff in the counterclaim The Wl f deposition goes to
the counterclaim the discovery responses arguably go to
both the opposition and the counterclaim and the third-
party registrations go to the opposition. |In either case,
such evidence clearly should have been introduced as part
of applicant’s case-in-chief, whether as defendant in the
opposition or as plaintiff in the counterclaim 1In point
of fact, applicant apparently was cognizant of this
obligation, given that it sought to introduce the sane
evidence for its case-in-chief after the close of its

testinony period as defendant in the opposition and as

14
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plaintiff in the counterclaim when unsuccessful, it sinply
tried again during its rebuttal testinony period.

O her than the testinony of third-party w tnesses,
applicant did not introduce any other testinony or
evidence. The properly introduced testinony solely went to
applicant’s case-in-chief as defendant in the opposition;
it had nothing to do with the counterclaim Thus, it is
not surprising that opposer did not file any evidence
relating to the counterclaimduring its testinony period as
defendant in the counterclaim Accordingly, insofar as the
counterclai mwent, there was no evidence for applicant to
rebut. Contrary to applicant’s contention, in no way nay
the Board s order dated May 4, 2004 be construed as sonehow
all owi ng applicant’s introduction of this evidence on
rebuttal.

In view thereof, notices of reliance nos. 4-6 are
stricken, are not of record, and have therefore not been
consi dered in making our deci sion.

Applicant took its turn in filing evidentiary notions,
nmoving to strike certain testinony and evi dence adduced by
opposer. Applicant filed, on Cctober 9, 2003, four
separate notions to strike.

The first matter to consider is applicant’s notion to

strike notice of reliance no. 1 wherein opposer relied on a

15
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di scovery deposition of Kenneth Lewis. Applicant contends
that “[b]ecause Kenneth J. Lewis is not an officer,
director, or managi ng agent of applicant, and has not been
desi gnated by applicant as a witness for a Rule 30(b)(6)
deposition, the notice of reliance on the discovery of
Kenneth J. Lewis is inproper.” Applicant contends that M.
Lewis was, at the tine of his deposition, an executive
director of FirstCarolinaCare Inc., a separate corporate
entity.

Opposer has objected to the notion, contending that
M. Lew s has uni que know edge that is key to this
pr oceedi ng.

W see no reason to get into the mnute details of M.
Lewi s’ employnment. Applicant viewed M. Lew s as
know edgeabl e enough to submt his affidavit in support of
applicant’s notion for sunmary judgnent. Applicant also
prematurely attenpted to introduce the deposition
transcripts of M. Lewis as testinony in this proceeding.
Opposer has a point when it argues that “[i]f opposer had
known applicant woul d suddenly di savow M. Lewi s and the
i nput he has had in the creation, managenent, and
supervi sion of the FI RSTCARCLI NACARE program then opposer
certainly would have noticed M. Lewis as an adverse

witness during its direct testinony.”

16
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Applicant’s notion to strike notice of reliance no. 1
i s denied.

Applicant noved to strike notice of reliance no. 5,
specifically exhibit nos. 117-123. This evidence is
particularly inportant because it sets forth revenues and,
t hus, conprises an integral part of opposer’s show ng on
t he duPont factor of fame. These itens are copies of
certain annual reports (1995-2001) of opposer and its
related conpany, CareFirst Inc. Applicant correctly
asserts that annual reports generally nmay not be nade of
record through a notice of reliance. See M nnesota M ning
& Manufacturing Co. v. Stryker Corp., 179 USPQ 433, 434
(TTAB 1973). Opposer contends, however, that applicant
previously stipulated to the authenticity of the annual
reports and that, therefore, introduction by way of a
notice of reliance is acceptable.

What is unusual about the disputed “stipulation” is
that it occurred, if at all, during applicant’s discovery
deposition taken of David Wl f on April 10, 2003; as
i ndi cat ed above, however, applicant failed to tinely
i ntroduce the deposition as part of its testinony and,
thus, the deposition is not of record.

Notwi t hst andi ng that the Wl f deposition is not of

record, we will consider only pages 265-272 of the Wl f

17
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deposition for the very limted purpose of trying to
di scern what the parties had in mnd regarding the
adm ssibility of the annual reports.

At the outset, we note applicant’s statenent that
“[a]t best, applicant stipulated that the copies produced
of the 1999, 2000, and 2001 annual reports were authentic
copies of the original reports.” (Applicant’s notion to
strike). Applicant also states “[a]J]dmttedly, the record
i s somewhat anbi guous regardi ng the stipulation of the
parties.” (Reply brief in support of applicant’s notion to
strike notice of reliance no. 5). Applicant then goes on
to state that it is not necessary for the Board to
determ ne the factual dispute between the parties regarding
the stipul ation because, according to applicant, it “did
not stipulate to the introduction of the annual reports by
means of a notice of reliance, but at nost stipulated that
t he annual reports were authentic.” (Reply brief).

After review ng the pertinent pages of M. Wlf’'s
deposition, we are inclined to agree with opposer’s
interpretation of events, and, given the parties’
subsequent actions relative to this point, there did not
seemto be an issue regarding the authenticity of the
annual reports. Accordingly, although annual reports are

not generally proper subject matter for a notice of

18
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reliance because they are not self-authenticating, the
parties’ stipulation is construed to overcone this
infirmty. W are deenmng the reports to be adm ssible and
we have considered the actual copies of the annual reports
to be properly of record.

Applicant’s notion to strike notice of reliance no. 5
is denied. The annual reports have been considered in our
determ nation, and we have accorded them whatever probative
val ue they nerit.

Appl i cant next noved to strike part of opposer’s
notice of reliance no. 6, specifically exhibit nos. 124-
173, and exhibit nos. 174-178. Nos. 124-173 conprise
advertisenments in printed publications. Applicant
essentially contends that, because opposer did not provide
the specific date and source of the advertisenents, they
shoul d be excl uded.

During discovery, opposer produced a representative
sanpl e of various advertisenents. Sone of the
advertisenents now sought to be introduced apparently were
not produced during discovery. It is readily apparent,
however, that the advertisenents are simlar to the
representative sanples provided by opposer during
di scovery. (Opposer initially objected to applicant’s

di scovery request for these docunents, but opposer then

19
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went on to provide a representative sanple during

di scovery; applicant did not nove to conpel opposer to
provide all such docunents, nor did it take any follow up
di scovery on the advertisenents. Further, we do not view
the lack of specific information on publication to be fatal
to the notice of reliance.

Applicant’s notion to strike notice of reliance 6,
exhibit nos. 124-173, is denied.

Nos. 174-178 conpri se photocopi es of photographs of
bi | | boards and posters displ ayi ng opposer’s nmark.
Appl i cant argues that while printed publications may be
made of record by notice of reliance, billboards and
posters may not be introduced in the sanme nmanner.

Opposer contends that the itens were submtted to
corroborate Ann Gallant’ s (opposer’s vice president of
corporate conmmuni cations) testinony regardi ng use of
opposer’s mark on bill boards and posters. Opposer contends
that, therefore, the itens are self-authenticating.
Opposer al so asserts that it “is worthwhile to note that
during the testinony of Ann Gallant, there was no cross-
exam nation by applicant on the issue of billboards and
posters.”

Applicant’s objection is well taken. dearly, the

phot ocopi es of photographs of billboards and posters

20
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beari ng opposer’s mark are not proper subject matter for
introduction into evidence by way of a notice of reliance.
Contrary to opposer’s argunment, these itens are not self-
aut henticating. Rather, these itens shoul d have been
identified and introduced as exhibits to Ms. Gallant’s
testinmony, specifically when she was testifying as to such
use.

Applicant’s notion to strike exhibit nos. 174-178 from
notice of reliance no. 6 is granted.

Appl i cant next noved to strike notice of reliance no.
7, exhibit nos. 179-187. These itens are trade
publications of third parties. For the reasons set forth
by opposer in response to the notion, we find that the
docunents have been properly introduced.

Applicant’s notion to strike notice of reliance no. 7,
exhibit nos. 179-187, is denied.

Applicant al so has noved to strike notices of reliance
nos. 8-15. As grounds therefore, applicant essentially
contends that the itens were not furnished in response to
applicant’s discovery requests. These exhibits conprise
unsolicited articles appearing in printed publications
retrieved fromthe NEXI S dat abase.

Applicant’s discovery requests asked opposer to

identify “precisely all evidence” that opposer would put

21
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forth to show the strength of its mark (I nterrogatory no.
15) and to produce “all docunents and things upon which
Opposer intends to rely to support the allegations set
forth in its Notice of Qpposition” (Docunent Request no.
73).

It is settled that a party in a Board proceedi ng
generally has no obligation to identify all of its trial
evidence prior to trial. See, e.g., British Seagull Ltd.
v. Brunswi ck Corp., 28 USPQ2d 1197 (TTAB 1983), aff’d,
Brunswi ck Corp. v. British Seagull Ltd., 35 F.3d 1527, 32
USPQ2d 1120 (Fed. Cir. 1994); and Charrette Corp. V.
Bowat er Commruni cati on Papers Inc., 13 USPQ@d 2040 (TTAB
1989). (Opposer responded to these discovery requests and
ot hers by objecting to them and then by going on to
identify and furnish representative sanples of the
material s subsequently submtted at trial. Al of the
itens introduced at trial are simlar to the representative
sanples identified and produced by opposer during
di scovery. Further, if applicant believed that opposer’s
responses were i nadequate, it was obligated to test the
sufficiency of the responses by way of a notion to conpel,
whi ch applicant failed to do. Tine Warner Entertai nnment

Co. v. Jones, 65 USPQ2d 1650, 1656 (TTAB 2002).
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Applicant’s notion to strike notices of reliance nos.
8-14 is deni ed.

Appl i cant has noved to strike notice of reliance no.
15, exhibit nos. 206-216 and 221-223. The itens are
newsl etters and brochures of opposer, anong other itens.
Applicant contends that the itens are not proper subject
matter for a notice of reliance.

No. 207 is a nenber identification card, and this is
not an itemthat may be nmade of record by a notice of
reliance. Further, opposer’s newsletters and brochures are
nmore in the nature of in-house publications than printed
publications generally available; distributionis limted
to those purchasers buyi ng opposer’s services and goods.
See TBMP §704.08 (2" ed. rev. 2004) and cases cited
t herei n.

Accordingly, applicant’s notion to strike notice of
reliance no. 15, exhibit nos. 206-216, and 221-223 is
gr ant ed.

Appl i cant noved to strike notice of reliance no. 16,
exhi bit no. 225, again essentially on the ground that this
itemwas not disclosed in response to applicant’s discovery
requests. Because it is unclear whether this docunent

shoul d have been provided by way of a suppl enent al
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di scovery response when it was |ater discovered, the item
will not be stricken.

Applicant’s notion to strike notice of reliance No.
16, exhibit no. 225, is denied.

Appl i cant has noved to strike exhibit nos. 4 and 5
identified and introduced during the testinony of Ann
Gal l ant. Opposer, in responding to the notion, recounts in
detail the situation leading up to the introduction of
t hese sunmaries of advertising figures. For the reasons
set forth in the response, we find that opposer seasonably
anended its discovery responses once it becane aware that
the initial advertising expenditures were inconplete.

G ven the break in Ms. Gallant’s testinony (due to nedica
reasons), applicant had sufficient tinme to prepare for
cross-exam nation, and we see no prejudice to applicant by
opposer’s reliance on the information in these exhibits.

Applicant’s notion to strike Gllant exhibit nos. 4
and 5 i s deni ed.

This brings us finally to the parties’ evidentiary
objections set forth in the respective appendi ces of the
parties’ briefs. Applicant listed three objections,
covering eighteen exhibits, and opposer has nunbered three

obj ections, covering certain testinony and several
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exhibits. Each party has responded to the other’s
obj ect i ons.

At the oral hearing, pursuant to the Board s inquiry,
counsel indicated that none of the objected-to evidence is
outcone determ native. Several of the parties’ objections
nerely reiterate what was raised in their notions to
strike, and, thus, these evidentiary issues have already
been handl ed above in deciding the various notions. To the
extent that any objection relates to hearsay, we have read
the testinony and related exhibits keeping in m nd those
i nstances where a party was relying on an exhibit to prove
the truth of the matter asserted.

As any reader of this decision can tell, the parties
spent an inordinate amount of effort on evidentiary
di sputes. The ganesmanship during di scovery, which then
carried over into certain aspects of the trial phase, is
br eat ht aki ng, and both sides are guilty of participating in
this wasteful behavior. It is hoped that counsel, should
they find thenselves in a future Board proceedi ng, would
refrain from such conduct.

The Record

Taking into account our evidentiary rulings, the
record consists of the pleadings; the files of the invol ved

application and registrations; trial testinony, with
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related exhibits, taken by each party; discovery
depositions with exhibits, official records, excerpts from
printed publications, and applicant’s responses to certain
of opposer’s discovery requests, all introduced by way of
opposer’s notices of reliance. Both parties filed briefs

on the case, *°

and both parties were represented by counsel
at an oral hearing held before the Board.

The Parties

Opposer is a non-profit corporation organi zed under
the laws of the state of Maryland. Qpposer, an independent
Iicensee of the BlueCross BlueShield Association, is a
heal thcare insurer. It is an affiliate of CareFirst, Inc.,

a hol ding conpany chartered in the State of Maryland. As

10 Subsequent to the briefs, applicant filed a “Notice of
Subsequent |y Deci ded Authority” acconpani ed by a copy of a court
opinion. Inits filing, applicant relied upon a recently decided
case in the United States District Court for the Eastern District
of Virginia involving opposer and a third party, arguing the
applicability of the court’s decision to the issues herein.
Opposer objected to the subnission, nost particularly because
opposer has taken an appeal of the decision to the Fourth
Circuit. Opposer asserted that “[w] hile Opposer’s opposition to
Applicant’s highly inappropriate ‘Notice' should end here,
Qpposer is conpelled to correct nunerous errors and

m scharacterizations that Applicant has nade in its ‘Notice."”
Qpposer then went on to address applicant’s renmarks, concl udi ng
that “Applicant’s nbst recent filing is nothing nore than an
attenpt to besnmirch Opposer’s reputation in a last ditch effort
to cloud the true issues before the Board.”

I nasmuch as the Eastern District’s decision is published
(CareFirst of Maryland Inc. v. First Care PC, 73 USPQ2d 1833
(E.D.Va. 2004)), we may, of course, consider the decision in our
determ nation. Thus, applicant’s filing is superfluous, and we
have not considered either applicant’s substantive renarks
acconpanyi ng the deci sion or opposer’s substantive remarks in
response thereto.
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of 2001, opposer had mllions of insured individuals
residing in alnost 40 states, with the vast mpjority of
custoners residing in the md-Atlantic region
(specifically, Maryland, Virginia, District of Colunbia,
Del aware, and al ong the borders of Pennsylvania and West
Virginia). Opposer is one of the largest health

organi zations in the Md-Atlantic states, and is the
seventh | argest Bl ueCross BlueShield plan in the nation.
Opposer has tens of thousands of participating nedical
provi ders, and has many contracts w th enpl oyer groups,
such as the federal enployees program Qpposer processes
nmore than one hundred thousand clains daily. Qpposer’s
services include preferred provider organi zations, health
mai nt enance organi zati ons, point of service plans, and

i ndemmity cover age.

Applicant is a corporation organized under and
operating within the state of North Carolina, and nost
specifically in the Piednont region of the state.
Appl i cant markets, through a wholly-owned subsi diary,
underwiting, clains adm nistration and heal th mai ntenance
organi zati on services under its mark

St andi ng
There is no issue regarding the standi ng of the

parties to bring their respective oppositions and
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cancel l ation. Opposer, by making its registrations of
record, as well as the testinony and evi dence denobnstrating
its use of the mark CAREFI RST, has established its
standing. Applicant, by virtue of its position as
defendant in the opposition, has standing to seek
cancel l ation of the pleaded registrations. OChio State
University v. Chio University, 51 USPQd 1289, 1293 (TTAB
1999) .

COUNTERCLAI M

We first turn to the claimthat opposer has abandoned
its registered marks due to uncontrolled |icensing.
Applicant, as plaintiff in the counterclaim nust show by a
pr eponder ance of evidence that the registered mark has been
abandoned. ! Rivard v. Linville, 133 F.3d 1446, 45 USPQd
1374 (Fed. G r. 1998); and West Florida Seafood, Inc. v.

Jet Restaurants, Inc., 31 F.2d 1122, 31 USPQRd 1660 (Fed.

Cr. 1994).

1 To the extent that the counterclaimincludes grounds based on
theories not specifically addressed on the nerits in this

deci sion, these grounds are considered waived. So as to be
clear, applicant specifically sets forth two grounds for its
counterclaim (Brief, p. 7), and we have confined our discussion
to these two grounds. Thus, no consideration will be given to
applicant’s remarks that opposer has committed fraud. W hasten
to add that fraud, which nust be proved to the hilt, clearly has
not been shown on this record.

2 Thi s standard of proof applies equally, of course, to opposer
as plaintiff in the opposition grounded on likelihood of
confusion and dil ution.

28



Qpposition Nos. 91116355 and 91124847

One need only look to applicant’s brief (pp. 46-50) to
determ ne that this claimof abandonment nust fail. Al npost
the entirety of applicant’s case is based on the testinony
(and rel ated exhibits) of David Wlf. The problemis that,
as indicated above, the Wl f discovery deposition was not
properly introduced and, thus, is not of record. Applicant
scarcely cites to any other evidence in making its case,
and it is clear that this record falls far short of
denonstrating that opposer’s registered mark has been the
subj ect of uncontrolled |icensing.

Sinply put, the evidence properly of record fails to
support applicant’s factual assertions. W find that
appl i cant has not proved, by a preponderance of the
evi dence, that there has been uncontrolled licensing of the
mark so that opposer’s registrations should be cancell ed.

That brings us to the second ground of the
counterclaim nanely, that opposer has never used its mark
in connection with underwiting and cl ains adm ni stration
services separate and apart fromits health mai ntenance
services. Gven that opposer’s registration is over five
years old, applicant’s grounds for cancellation are limted
to those listed in Section 14(3). For purposes of this
specific counterclaim this second ground for cancellation

is construed as a type of abandonment claim Applicant
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contends that Registration No. 1546326 shoul d be cancell ed
inits entirety or that it should be cancelled in part to
delete all of the goods and services except opposer’s
heal t h mai ntenance services. Applicant alleges that, to
the extent that opposer ever rendered any of the recited
services, it was always done in the ordinary course of
providing its heal th mai ntenance organi zati on servi ces.
Appl i cant essentially contends that opposer’s underwiting,
clainms adm ni stration, and other clainmed services are not
separate and distinct from opposer’s health nmai ntenance
organi zati on services, but instead are an integral and

i nherent part thereof; that is, these other services are
part and parcel of opposer’s health mai ntenance

organi zati on services. Again, applicant principally relies
upon the Wl f deposition in support of this claim but the
deposition is not of record.

Opposer contends that it has offered the recited
services throughout the life of the registration, and that
the recitation of services listed therein is an accurate
description of opposer’s services rendered under its mark.

To qualify as a “service,” a service nust be a rea
activity; a service nust be perfornmed to the order of, or
for the benefit of, sonmeone other than the applicant or

registrant; and the activity performed nust be
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qualitatively different from anything necessarily done in
connection with the sale of the applicant’s goods or the
performance of another service. 1In re Canadian Pacific
Limted, 754 F.2d 992, 224 USPQ 971 (Fed. Cr. 1985). The
fact that an activity is ancillary to a principal service
or to the sale of goods does not in itself nean that it is
not a separately registrable service. The statute makes no
di stinction between primary, incidental or ancillary
services. In re Universal Press Syndicate, 229 USPQ 638
(TTAB 1986). Further, the fact that the activities are
offered only to purchasers of the trademark owner’s primary
product or service does not necessarily nean that the
activity is not a service. Inre Qis Engineering Corp.
217 USPQ 278 (TTAB 1982). See TMEP §1301.01(a)(iii) (4'f
ed. 2005).

When the underlying application was filed, the
services were identified as “pre-paid nedical care
services.” The recitation of services subsequently was
anended to read as indicated at the beginning of this
deci sion. (Opposer points out that at the tinme of pendency
of its underlying application (May 1985-July 1989), “it
becane clear that the courts and adversaries did not fully
under st and what was then an energing industry or business,

namely the HVO PPO business.” (Reply Brief, p. 5) Opposer
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further points to a forner section in an earlier edition of
the TMEP, 8804.09(a) (April 1997) that provided, in

rel evant part, as follows: “If the applicant initially
identifies the services as ‘prepaid nedical services’ and
w shes to anmend to underwiting prepaid nedical plans and
heal t hcare services in the nature of a health maintenance
organi zation, the amendnent should be permtted. Both
specific services are logically included under prepaid

medi cal services.”

The extensive record shows that opposer offers a
variety of separate services under the mark CAREFI RST,
including the ones identified in its involved registration.
Further, we find that the recitation sets forth, in detail,
the specific services offered by opposer under its mark.

We concl ude that applicant’s proofs fall short of
warranting cancellation of the registration, either inits
entirety or in part.

Accordingly, the counterclains are di sm ssed.

Priority

In view of opposer’s ownership of valid and subsi sting
registrations, there is no i ssue regardi ng opposer’s
priority. King Candy, Inc. v. Eunice King's Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108 (CCPA 1974). Thus, the only

i ssue to decide herein is likelihood of confusion.
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LI KELI HOOD OF CONFUSI ON

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the likelihood of confusion
issue. Inre E |. duPont de Nenmoburs & Co., 476 F.2d 1357,
177 USPQ 563 (CCPA 1973). See al so Shen Manufacturing Co.
Inc. v. The Rtz Hotel limted, 393 F.3d 1238, 73 USPQd
1350 (Fed. G r. 2004). The duPont factors for which there
is relevant evidence in the proceeding now before us are
di scussed bel ow.

We first turn our consideration to the |ikelihood of
confusi on between applicant’s mark and opposer’s nmark
covering goods and services. Gven the identity between
applicant’s services and certain of opposer’s services
identified in Registration No. 1546326, it is our viewthat
this presents opposer’s strongest case of |ikelihood of
confusion. We will then turn our attention to the
I'i kel i hood of confusion between applicant’s mark and
opposer’s col l ective nenbership mark.

Regi stration No. 1546326

The Servi ces

Insofar as the simlarity of the parties’ services is
concerned, there is no dispute that the healthcare services

are legally identical, at least in part, or otherw se
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closely related. |In addition, opposer’s newsletters

pertaining to healthcare, medical care and nenbership

services are related to applicant’s health care services.
Thi s duPont factor favors opposer.

Trade Channel s

G ven the identity and/or the cl oseness of the
parties’ services, we assune that they would be rendered in
t he sane channels of trade. |ndeed, the record establishes
this fact.

This factor favors opposer.

Conditions of Sale and Cl asses of Purchasers

Due to the legal identity or close relationship in the
parties’ services, it can be assuned, and the record in
fact shows, that the classes of purchasers are identica
and that the sophistication of purchasers likewse is
identical. See Hewl ett-Packard Co. v. Packard Press, Inc.,
281 F.3d 1261, 62 USPQ2d 1001 (Fed. Cr. 2002).

The rel evant consum ng public for healthcare services
conprises ordinary consuners who are prospective and actua
purchasers or users of healthcare insurance plans or
progranms. Nonetheless, it is comon know edge that even
ordi nary consuners tend to exercise sone sophistication
when it conmes to decisions relating to healthcare and

heal t hcare i nsurance services.
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To state the obvious, there are few things nore
inmportant in life than health and well being, and it is
beyond di spute that the decision to purchase healthcare
i nsurance and rel ated services, such as HVO services, is a
very inportant decision for a person or a famly to nake.
This decision will have far reaching effects bearing on the
gqual ity of available healthcare services. Mreover, it is
common know edge that the purchase of healthcare services
i nvol ves a substantial financial comm tnent; healthcare
costs continue to increase year after year. |nasnuch as
thi s purchasing decision involves both the quality of
health care and a significant cost, purchasers will proceed
cautiously and deliberately in making their choi ce.
Opposer’s “Corporate Inmage Strategy” dated Septenber 9,
1999 (Gallant dep., ex. no. 53) bears this out. The
docunent indicated that insofar as buyers are concerned,

t hey wanted “Increased end-user demand for access and
choi ce, sense of control, navigation ease,” and that
“Expl osive growt h of information/access--greater consuner
awar eness of options, service and costs--has raised the
service bar.” (p. 02219).

Sinply put, in purchasing healthcare services, even
ordi nary consuners are likely to exercise greater care and

will know with whomthey are dealing. Electronic Design &
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Sales v. Electronic Data Systens, 954 F.2d 713, 21 USPQd
1388, 1392 (Fed. Cir. 1992).

We al so envision the situation invol ving non-
pur chasi ng users of healthcare and heal thcare i nsurance
services. For exanple, a small business m ght purchase
coverage for its enployees froma single provider; in this
situation, the enployees are not involved in the purchasing
decision. Likew se, a dependent (spouse or child) of a
purchaser may not be involved in the purchasing decision of
heal t hcare i nsurance services. Nevertheless, the enpl oyees
or dependents of the purchaser, as users of the healthcare
services, necessarily must be concerned with and
sophi sti cated about such issues as the extent of covered
servi ces, exclusions, deductibles, co-paynents, and the
like.

This factor weighs in applicant’s favor.

Fane

In turning to consider the marks, we first take up the
factor of fame, because fane of the prior mark plays a
dom nant role in likelihood of confusion cases featuring a
famous mark. Bose Corp. v. QSC Audio Products Inc., 293
F.3d 1367, 63 USPQRd 1303 (Fed. G r. 2002); Recot Inc. v.
M C. Becton, 214 F.3d 1322, 54 USPQ2d 1894 (Fed. Gr.

2000); and Kenner Parker Toys, Inc. v. Rose Art Industries,
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Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cir. 1992). Fane
for likelihood of confusion purposes arises “as long as a
significant portion of the relevant consum ng
public....recognizes the mark as a source indicator.” Palm
Bay Inports, Inc. v. Veuve Cicquot Ponsardin M son Fondee
En 1772, 396 F.3d 1369, 73 USPQ2d 1689, 1694 (Fed. G r
2005). That is, we look to the class of custoners and
potential custonmers of a product or service, and not the
general public. Here, the relevant consum ng public
conprises prospective and actual purchasers or users of
heal t hcare i nsurance services.

Opposer’s evidence on fane includes annual reports for
the years 1995-2001. As indicated earlier, the information
relating to opposer’s revenues and advertising expenditures
has been deened “confidential.” Thus, we can say in
general terns only that opposer has mllions of insured
i ndi vidual s, revenues (mainly in prem um paynents) have
been in the billions of dollars, and adverti sing
expenditures relating to CAREFIRST in the tens of mllions
of dollars. The mark has been in use for approxi mately
twenty-ei ght years, and opposer has pronoted its mark and
t he goods/services offered thereunder in a variety of
media, including in printed publications, on television,

radio and the Internet, at trade fairs, and through its
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sponsorship of certain community events. (Qpposer al so has
used its mark on a variety of collateral products.

Al t hough we have consi dered opposer’s revenue figures
in considering fame, a glaring concern for us is the
conpl ete absence of any testinony from M. Gall ant
attesting to the accuracy of the figures.®® Thus, while we
are willing to accept the fact that the annual reports are
aut hentic and, thus, adm ssible by notice of reliance,
there is neither a stipulation nor any testinony regarding
the accuracy of the information set forth therein. W find
that this om ssion seriously undercuts the probative val ue
of the revenue figures. That is to say, while the annual
reports may be considered for what these materials show on
their face, for exanple, that the reports include certain
types of information, the reports may not be considered for
the truth of any nmatters recited therein, such as opposer’s
revenues. Mdwest Plastic Fabricators Inc. v. Underwiters
Laboratories Inc., 12 USPQ2d 1267, 1270 at n. 5 (TTAB 1989)
[ annual report considered stipulated into evidence only for
what it showed on its face], aff’d, 906 F.2d 1568, 15

USPQ2d 1359 (Fed. Gr. 1990).

13 (pposer expl ai ned that because it relied on the parties’
stipulation regarding the authenticity of the annual reports
wherein revenues were set forth, opposer did not take any direct
testinony regarding its revenues. Qpposer relied on its annual
reports for the years 1995-2001
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Anot her problemwith this evidence is the difficulty
in ascertaining opposer’s relevant revenues inasnuch as the
figures do not solely reflect revenues of opposer under the
mar Kk CAREFI RST. As indicated in various of the annual
reports, opposer’s heal thcare nmai ntenance organi zation
subsidiaries/affiliates have offered services under the
names Col unbi a Medi cal Plan, Delmarva Health Pl an,
FreeState Health Pl an, Blue Cross Blue Shield of Del aware,
Capital Care and Potomac Health. The 1999 annual report
(ex. no. 121, p. 01747) indicates that the financi al
statenments are “consolidated” and “include the accounts of
CareFirst, Inc. and its affiliates.” As pointed out by
applicant (Brief, p. 24), “[r]unning the risk of provoking
the Board with the obvious, opposer is CareFirst of

Maryl and, Inc., not CareFirst, Inc. Opposer even concedes
(Brief, p. 46) that there was a period of tinme when
opposer’s CAREFI RST HMO becane a “secondary mark” (one of
three HMOs of fered between 1991 and 1997). Through the
years, opposer’s brands, in addition to the ones already
menti oned, included others such as Medicare First HMO

As to advertising expenditures, exhibit nos. 4 and 5
to Ms. Gallant’s testinony set forth what purport to be

summari es of advertising expenses associated with buil ding

t he CAREFI RST brand nane (“excluding Del aware, PM5 PPPA &
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Busi ness Conbi nation”). These docunents, which were
specifically prepared for purposes of litigation |eading up
to Ms. Gallant’s testinony, note that the data “incl udes
advertising for specific products (i.e., Mdi-CareFirst,

Bl ueChoice) in addition to advertising for the ‘Brand
name.” Although the recent dollar figures are inpressive,

t he probative value is somewhat dim nished by the fact that
an unknown anount went to pronoting other brands.

Anot her overriding problemw th opposer’s sales and
advertising figures is that opposer has failed to put the
nunbers in any context (other than as shown by the dated
brand awar eness studi es discussed infra), that would
confirmthe reliability of the nunbers as indicators of
fame. As stated by the Federal Circuit, “[r]aw nunbers of
product sal es and advertising expenses nmay have sufficed in
the past to prove fane of a mark, but raw nunbers alone in
today’s world may be m sl eading....Consequently, sone
context in which to place raw statistics is reasonable.”
Bose Corp. v. QSC Audi o Products Inc., supra at 1309.
Opposer’ s sal es and advertising nunbers can hardly be
consi dered bol stered by the underwhelm ng results of the
brand awareness studies that are, in the record before us,
the primary evidence of confirmatory context. Moreover,

the nost recent study of record was conducted in 1999, and
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the study’ s results therefore do not corroborate, or
provi de context for, the sales and advertising figures
attributable to | ater years.

Opposer has introduced what it purports to be “over
1600” unsolicited newspaper articles and press accounts
that mention the mark CAREFIRST.!* The Board frankly
concedes that opposer’s math was not checked; suffice it to
say that the evidence, when stacked, is over one foot high.

Many of the articles, in point of fact, are about
opposer and its business activities, sone even portraying
opposer in a negative fashion. WMany other articles,
however, concern larger public interest issues in the
heal t hcare insurance industry in general, and only nention,
al nost in passing, opposer’s mark CAREFI RST, nore as a
trade nane than as a mark, and along with others in the
i ndustry. \When only a single reference to opposer’s mark
or trade nane is made in a larger article about healthcare
i nsurance, acconpani ed by references to third-party marks
and trade nanes in the industry, we gquestion what inpact
t hese articles may have had on the consum ng public when it

comes to opposer’s mark CAREFI RST.

4 Al'though the printed publications do not prove the truth of the
statenents nmade therein, this evidence is acceptable to show that
the stories have been circulated to the public. See Hard Rock

Li censing Corp. v. Elsea, 48 USPQ2d 1400 (TTAB 1998). Thus, we
have consi dered these docunents only for that purpose.
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The only direct evidence of the rel evant consum ng
public’s recognition of opposer’s CAREFI RST mark conprises
two “brand i mage” studies conducted by opposer in 1998
(Gallant dep., ex. no. 47) and 1999 (Gall ant dep., ex. no.
53). M. @Gllant testified about the studies, the first
one neasuring brand awareness of the mark CAREFIRST in
Maryl and and the District of Colunbia, and intending to be
a “benchmar k” agai nst which other surveys woul d be
measured. The testinony and evi dence regardi ng the surveys
has been marked “confidential” and pertinent information
was redacted in copies of the briefs. Not surprisingly,
the parties have very different views regarding the results
of the studies. Gven the confidentiality of the studies,
we are a bit hanmstrung in explaining our own view.

The maj or di sagreenent between the parties centers on
what results are nore inportant, only unai ded responses (as
appl i cant argues) or a conbination of unaided responses and
ai ded responses (as opposer argues). Opposer contends that
“[a] | though unai ded awareness is inportant, it is not that

5

inportant for the health insurance industry,® and it is and

15 The testinony on which opposer relies (Gallant dep, pp. 318-
320) is hardly supportive of this proposition. M. Gallant
testified, in pertinent part, as follows: “Top of mnd awareness
[i.e., unaided awareness] is an inportant aspect in the purchase
cycl e because probably I ess so in health care than in a consuner
product but it's still inportant because it’'s kind of what you
wal k around with in your head.” No specific reason is given why
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shoul d not be determ native of fane.” (Reply Brief, p.
23).

Al t hough opposer’s brand i mage studi es are not
determ native of fane, we find that they shed light on this
factor. In saying this, we recognize that the nost recent
study is six years old, and that opposer’s revenues have
grown significantly since that study. However, opposer did
not furnish any nore recent brand awareness evi dence.
Thus, we are left to consider only these sonmewhat dated
studi es that opposer has proffered, as part of its attenpt
to show fane

The studi es define “unai ded awareness” as “awar eness
of brand wi thout pronpting fromthe interviewer” and “aided
awar eness” as “awareness after brand has been pronpted.”
Respondent s i ncl uded both the general public and
i ndividual s identified as “decision nmakers,” that is, those
who nmade the decision on which insurance to purchase. The
study results were broken down according to these two
groups of respondents.

The 1998 benchmark study shows quite a gap between
unai ded and ai ded awareness, w th the unai ded awareness

being very low-in the single digits. Even opposer

unai ded brand awareness is perceived to be |l ess inportant when it
cones to heal thcare.

43



Qpposition Nos. 91116355 and 91124847

recogni zes that the unai ded awareness score “is not great,”
but then goes on to rationalize that “it is not bad when
consi dering the existence of 14 other conpetitors in the
market and its ‘limted advertising between 1991 and
1998.” (Reply Brief, p. 24). The study shows that
opposer’s CAREFIRST runs in the m ddle of the pack,
significantly trailing several brands. |In fact, anong both
deci si on nmakers and the general public, three of opposer’s
ot her brands scored higher than CAREFI RST (“Freestate is
t he HMO nost can nane.” Gallant dep., ex. no. 47, p.
09206) .

Also of record are the m nutes of opposer’s “Brand
GQui de Meeting,” held on Septenber 9, 1999. (Gallant dep.
ex. no. 53). M. Gllant summarized the matter in the
follow ng fashion: “One of the things that we have known
for awhile is the lack of identity between CareFirst and
our HMOs. They carry the cross and shield, but there is a
| ack of identity clearly between us--not top-of-mnd
awareness. W are intending to nmake the association closer
with a renam ng of our current HM3s.” The m nutes
i ndi cated that another study woul d be conducted soon.

The 1999 study, wth the final report dated March 10,
2000, was hardly nore flattering, even though the

identification in the study was changed from “CareFirst”
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(1998 study) to “CareFirst BlueCross BlueShield,” and
awar eness was i nproved. Again, there was a significant gap
bet ween the aided and unaided results, with unaided in the
single digits. The study itself concluded, *Unai ded
awar eness of CareFirst BCBS is very |low”

One cannot hel p but note opposer’s desire to nake a
connection between its CAREFIRST mark and Bl ueCross
Bl ueShiel d.'® As indicated in the 1999 annual report (ex.
no. 121, p. 01741): “Wth nore than six decades of
experience, the Blue Cross and Blue Shield nane has earned
the respect and trust of nenbers, business partners and
health care professionals. CareFirst BlueCross Bl ueShield
very proudly carries forward that tradition throughout our
service area.” And, again, in the 2001 annual report (ex.
no. 123, p. 08207): *“CareFirst is changing too--in fact,
redefining itself--to be part of this new generation. The
transformation requires that we build upon the firm

foundati on of our past, preserving the consuner trust and

® This point was not |ost on Judge Doumar in a recent civi
action involving opposer. CareFirst of Maryland Inc. v. First
Care PC, supra 1835. Judge Dounar noted that “when [opposer]
conmuni cates ‘to consuners and the general public’ the mark is
al ways acconpani ed by ‘BlueCross Blue Shield.”” In that

deci sion, the Court’s specific findings included that “CareFirst
is a suggestive mark deserving sonme trademark protection” and
that, in view of “substantial evidence” of “considerable nunbers”
of third parties using CareFirst or First Care, opposer’s

CAREFI RST mark is “a relatively weak and indistinctive mark.”
The decision is on appeal .
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security long identified with the Blue Cross and Bl ue

Shield brand.” Yet, as of |ate 1999, unai ded awar eness of
“CareFirst BCBS,” in opposer’s own words, remained “very
| ow. ”

The brand awareness studies give little assistance to
opposer’s claimof fane. W agree with applicant that, in
anal yzing these studies in the context of the |egal factor
of fanme, it is unaided awareness that is nost significant.
If a mark were “fanous,” as contenpl ated under the | aw,
anmong the class of relevant custonmers and potenti al
custoners, it would, in all |ikelihood, garner nuch hi gher
nunbers on unai ded brand awareness than did opposer’s nmark
that scored only in the single digits, even behind sone of
opposer’s other brands. One should not be permtted to so
heavily rely on ai ded awareness, that is, awareness after
the brand has been pronpted, to show fane (e.g., “Have you
ever heard of CAREFIRST?”). See generally: J.T. MCarthy,

McCarthy on Trademarks and Unfair Conpetition, §32:173 (4"

ed. 2004).

As the Board recently stated: “In view of the extrene
deference that is accorded to a fanbus mark in terns of the
wi de latitude of | egal protection it receives, and the
dom nant role fanme plays in the |ikelihood of confusion

analysis, we think that it is the duty of a plaintiff
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asserting that its mark is fanous to clearly prove it.

Bl ue Man Productions, Inc. v. Tarnmann, 75 USPQ2d 1811, 1819
(TTAB 2005) [ enphasi s added]. Because “the fame factor is
based on underlying factfinding....relevant evidence nust
be submtted in support of a request for treatnent under
the fane factor. This responsibility to create a factual
record is heightened under the nore deferential standard
that [the Federal G rcuit] nust apply when review ng PTO
factfinding.” Packard Press Inc. v. Hew ett-Packard Co.,
227 F.3d 1352, 56 USPQ2d 1351, 1356 (Fed. Cir. 2000).

There is no question but that opposer’s mark has achieved a
degree of recognition in the healthcare field. Fane is
relative, however, not absolute, and the evidence, when
considered as a whole, falls short of a convincing show ng
of fane.

Thus, we find that the strength of the mark CAREFI RST
favors opposer, but not to the extent that it would if the
mar k were fanous, as fanme has been contenplated in prior
decisions of this Board and of the Federal Crcuit.

W hasten to add that, even if fane had been shown,
the factor of fame is not sufficient to establish
I'i kel i hood of confusion in the present proceeding. As
stated in past cases, if that were the case, ownership of a

famous mark woul d entitle the owner to a right in gross,
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and that runs counter to the trademark | aws. See

Uni versity of Notre Dame du Lac v. J. C. Cournet Food

| nports Co., Inc., 703 F.2d 1372, 217 USPQ 505, 507 (Fed.
Cr. 1983)[“The fanme of the [plaintiff’s] nanme is
insufficient initself to establish |ikelihood of confusion

under 8 2(d).”]. See also Recot Inc. v. MC. Becton, supra

at 1898 [“fane al one cannot overwhel mthe other duPont
factors as a matter of law'].

In this case, the differences between the marks (see
infra), the crowded field of marks featuring the words
“care” and “first” in the healthcare industry (see infra),
and the relatively sophisticated deci sion-nmaki ng process
when it cones to healthcare and heal thcare insurance, al
di scussed el sewhere in this decision, are significant
countervailing factors, as conpared to the uncertain
evi dence of fane. See Burns Philip Food Inc. v. Modern
Products Inc., 24 USPQd 1157 (TTAB 1992), aff’d unpub op.
1 F.3d 1252, 28 USPQRd 1687 (Fed. G r. 1993).

The Mar ks

In considering the marks, we note that when marks are
used in connection with identical goods and/or services,
“the degree of simlarity [between the marks] necessary to

support a conclusion of likely confusion declines.”
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Century 21 Real Estate Corp. v. Century Life of Anerica,
970 F.2d 874, 23 USP@d 1698, 1700 (Fed. G r. 1992).

Wth respect to the marks CAREFI RST and
FI RSTCAROLI NACARE, we exam ne the simlarities and
dissimlarities of the marks in their appearance, sound,
nmeani ng, and commercial inpression. PalmBay Inports Inc.
v. Veuve Cicquot Ponsardin Miison Fondee En 1772, supra at
1692.

The marks are dissimlar in appearance. Applicant’s
mark not only reverses the order of the words “care” and
“first,” but applicant’s mark includes the significant
el emrent “Carolina” in between the transposed words. Wen
the terns are reversed, and a word, albeit geographic, is
inserted in between the reversed words, the marks have very
di fferent appearances.

Li kew se, the marks CAREFI RST and FI RSTCAROLI NACARE do
not sound alike. In point of fact, the marks sound very
di fferent when spoken. The marks differ in nunber of
syl l abl es, and nunber of words. The marks begin with very
different sounds, a hard “c” versus the letter “f,” and
then applicant’s mark goes on to conclude in an alliterate
manner with the words “Carolina” and “care.”

We also find that the marks have different neanings.

Opposer’s mark, on the one hand, suggests that opposer’s
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first or nunber one priority is the care for its custoners,
that is, that opposer cares for its custoners before
anything else. In this respect, opposer’s mark conveys the
i dea of being nurturing. Applicant’s mark, on the ot her
hand, inplies that it is the first or |eading provider of
heal t hcare in the Carolinas.

Lastly, we find that the marks CAREFI RST and
FI RSTCARCLI NACARE di ffer in overall commercial inpression.
Al t hough the marks share the terns “care” and “first,” the
terns appear in reverse order;” when these terns are
reversed and conbined wwth the term“Carolina” in between,
applicant’s mark engenders an overall commercial inpression
different fromopposer’s. See In re Bed & Breakfast
Regi stry, 791 F.2d 157, 229 USPQ 818 (Fed. Cir. 1986).

I n di scussing the marks, opposer argues that applicant
has incorporated the entirety of opposer’s mark and nerely
added a geographic term and that this addition is
insufficient to distinguish the marks; that throughout the
hi story of the health maintenance industry, it was a conmobn
practice of entities to use geographic designators; and
that each party has operations in the state of North

Carol i na.

Y Further, as discussed infra, the terms “care” and “first”
commonly appear in the marks and nanes of third parties in the
heal thcare fiel d.
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Contrary to opposer’s argunents, we find that the
i nclusion of the geographic term*“Carolina” in applicant’s
mark serves to distinguish its mark from opposer’s mark.
The fact that it was, at one tinme, common practice for
heal t h mai nt enance organi zations to use geographic
designations in their nanmes tends to suggest that consuners
woul d be accustoned to di stinguishing various sources of
heal t hcare services on the basis of differences in the
geogr aphi c designators. Here, applicant’s mark includes
“Carolina”, suggesting that applicant renders services in
the Carolinas, while there is no geographic designator in
opposer’s mark, thus leaving it indefinite as to the
| ocations of its services. Further, opposer is stretching
in asserting that it has operations in North Carolina. At
nmost, the record shows that opposer acquired a third-party
adm ni strator naned M chel sen G oup with operations in
North Carolina.

In our likelihood of confusion analysis, we have
conpared, of course, the mark sought to be registered with
opposer’s mark. Opposer nakes much of the fact that
applicant has used the slogan “A Health Plan That Cares For
People First” in conjunction with its mark. As well
settled, however, we nust consider the mark sought to be

regi stered, extraneous of other matter, and here the sl ogan
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does not formpart of applicant’s mark. See Smth v.
Tobacco By-Products & Chem cal Corp., 243 F.2d 188, 113
USPQ 339 (CCPA 1957); Blue Cross & Blue Shield Association
v. Harvard Community Health Plan, 17 USPQd 1075 (TTAB
1990); and The State Hi storical Society of Wsconsin v.
Ringling Bros. Barnum & Bail ey Conbi ned Shows, Inc., 190
USPQ 25, n. 3 (TTAB 1976).

In sum although the marks share the el enents “care”

and “first,” the marks | ook different, sound different,
convey different nmeanings and create different overal
commerci al i npressions.

The dissimlarity between the marks weighs in

applicant’s favor.

Third-Party Use

The testinony and evidence on this factor formthe
bul k of applicant’s defense agai nst opposer’s |ikelihood of
confusion claim?®

Before turning to the record relating to this factor,
we would be remss if we did not conment on opposer’s
counsel’s actions at sone of the testinonial depositions of

the third-party w tnesses taken by applicant. Applicant

8 Applicant sought to introduce evidence of third-party

regi strations, but, as indicated above, the evidence was filed
|ate and then subnitted as inproper rebuttal. Thus, this

evi dence has not been consi der ed.

52



Qpposition Nos. 91116355 and 91124847

tinmely noticed and took testinony of twelve third parties
usi ng marks or nanmes that include “care” and/or “first” in
connection with healthcare services. The w tnesses
appeared pursuant to subpoenas obtained by applicant.
Opposer cross-exam ned the wtnesses and, in the case of
two W tnesses, opposer took additional testinony in support
of its rebuttal as plaintiff in the opposition. |In several
i nst ances, opposer’s counsel, on cross-exam nation of
applicant’s w tnesses, asked questions that seem ngly had
little to do with the issues in this case. By way of
exanpl e, opposer asked one of the third-party w tnesses,
Nancy Good of CareFirst Pregnancy Centers |ocated in

Chi cago, whet her “people that have healthcare travel to
Chicago.” (dep., p. 160). Counsel objected to the
question, asking for the relevance of “the travel plans of
people from Maryland to Chicago” to the present proceeding.
After opposer’s counsel indicated that the question went to
the “issue of credibility,” applicant’s counsel responded
by stating that the question was beyond the scope of direct
exam nation, and that “you’ re taking up ny tine to conduct

di scovery for another case.” (dep., p. 161).%

% I'n other depositions, attorneys objected to certain of
opposer’s questions, |likew se suspecting that they had nore to do
Wi th opposer’s preparation of possible | egal action against their
clients, than with the issue of |ikelihood of confusion between
opposer’s mark and applicant’s nmark. And, indeed, certain of the
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The third-party testinonial depositions noticed by
applicant were intended to focus on the specific issues in
this Board proceeding. To the extent that opposer utilized
t hese depositions for other partisan purposes, this tactic
wasted the time and resources of all others involved.

Mor eover, such questioning wasted the tinme of the Board by
resulting in the Board having to read transcripts that were
| engt hened by opposer’s conduct.

Be that as it may, we now turn to the evidence of
substantial use of “care” and “first” marks and nanes in
the healthcare field. This factor, key to determning the
di stinctiveness of opposer’s mark, plays a significant role
in the |likelihood of confusion analysis herein. |If the
common el enents of conflicting marks are words that are
descriptive or suggestive (i.e., “weak”), then this reduces
the likelihood of confusion. See, e.g., Keebler Co. v.
Murray Bakery Products, 866 F.2d 1386, 9 USPQ2d 1736 (Fed.
Cir. 1989)[ PECAN SANDI ES and PECAN SHORTEES]; Magnaf! ux
Corp. v. Sonoflux Corp., 231 F.2d 669, 109 USPQ 313 ( CCPA
1956) [ MAGAFLUX and SONOFLUX]; and Land- O Nod Co. v.

Paul i son, 220 USPQ 61 (TTAB 1983)[ CHI ROPRACTI C and CHI RO-

MATI C] .

third parties subsequently were the subjects of either a
trademark i nfringenent |awsuit brought by opposer or a cease and
desi st letter.
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Appl i cant properly adduced testinony fromtwelve third
parties that use marks or nanmes conprising, in part, the
words “care” and/or “first” in the healthcare field. The
Board has, in the past, given weight to evidence of
w despread and significant use by third parties of marks
containing elenents in conmon with the invol ved marks when
considering clains of |ikelihood of confusion, because such
evi dence may denonstrate that confusion is not, in reality,
likely to occur in the marketplace. See M| es Laboratories
Inc. v. Naturally Vitam n Supplenents Inc., 1 USPQRd 1445,
1462 (TTAB 1987). The rationale is, of course, that the
common presence in marks of el enents extensively used by
ot hers may cause purchasers to not rely upon such el enents
as source indicators but to |l ook to other elenents as a
means of distinguishing the source of the goods and/or
services. By relying on the third-party uses of “care” and
“first” marks and names in the healthcare field, applicant
woul d have us conclude that variations in the marks used in
the field, including opposer’s and applicant’s mark, are
sufficient to avoid confusion.

Not surprisingly, details surrounding the extent of
the third-parties’ business activities, such as revenues
and advertising expenditures, were designated

“confidential.” Thus, we may speak only in broad terns.
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It is inportant to note, at the outset, that the words
“care” and “first” are comonly used words with readily
recogni zabl e neanings.?® The term*“care” is defined, in
rel evant part, as “serious attention, esp. acconpani ed by
personal interest or responsibility; charge, supervision,
managenent; responsibility for or attention to safety and
wel | -being (under a doctor’s care); to feel interest,
concern, or solicitude; to give care: provide for or attend
to needs or perform necessary personal services (as for a
patient).” The term*“first” nmeans, in relevant part “being
nunber one; preceding all others; forenost in position:
being in front of all others; forenbst in rank, inportance,

or worth.” Wbster’s Third New International Dictionary

(unabridged ed. 1993).

Twel ve Wi tnesses, each one testifying about his/her
own use, detailed healthcare services offered under the
foll owi ng marks and/ or names: FIRSTCARE (HMO i n Texas);
FI RST CARE PC (primary care nedical practice in Virginia);
FI RST CARE MEDI CAL CLINIC (nedical clinics in North
Carolina), FIRST CARE (fam |y nedical practice in South

Carolina); FIRSTCARE (primary care services in New Jersey);

20 pictionary definitions are proper subject matter for judicial
notice. Thus, we take judicial notice of the definitions of
“care” and “first.” University of Notre Dane du Lac v. J.C
Gourmet Food | nports Co., supra.
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FI RSTCARE (urgent care nedical facilities in North
Carolina); FIRSTCARE (urgent care nedical center in New
Mexi co); CAREFI RST (pregnancy centers in Illinois); and
FI RSTHEALTH (nati onwi de services related to healthcare).
The record also includes uses in the healthcare field of
the slogans “First in Know edge, First in Care,” “First
Class Care Close to Honme,” and “First C ass Medical Care
for Travel Anywhere.”

Sonme of the above marks have been in use for over 10
years. The testinony reveals that cunul ative revenues of
the third parties approach $1 billion, and total
advertising expenditures are about $1 mllion. Patients
treated at the various healthcare facilities nunber in the
hundreds of thousands. Having said this, we fully
recogni ze that the uses (other than two) are local in
nature; the record shows, however, that this is how many
entities in the healthcare field operate.

The record establishes that the healthcare field,

i ncl udi ng heal thcare insurance, is crowded by marks with
the elenments “care” and “first.” One can hardly adopt a
nore highly descriptive/generic termin the healthcare
field than “care.” This fact is shown by the various
third-party uses. Not surprisingly, the term*“care” has

been found to be descriptive/generic in various contexts.
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See Stafford Urgent Care, Inc. v. Garrisonville U gent

Care, P.C., 224 F.Supp.2d 1062 (E.D.Va. 2002) [URGENT CARE
descriptive for healthcare facilities]; Cancer Care, Inc.

v. Anerican Famly Life Assurance Co. of Colunbus, 211 USPQ
1005 (TTAB 1981) [ CANCER CARE descriptive for healthcare

i nsurance services].

Entities in the healthcare field al so have found the
term*“first” to be attractive as evidenced by the record.
This again conmes as no surprise given the self-|audatory
nature of the term

In sum in view of the third-party uses of “care” and
“first” marks, particularly the various CAREFI RST marks, in
the healthcare field, it is reasonable to concl ude that
consuners have becone conditioned to recogni ze that many
entities in the field use such terns. Thus, consuners
likely are able to distinguish between entities based on
di stinctions anong the marks, including between CAREFI RST
and FI RSTCARCLI NACARE. See GH Mmm & C e v. Desnoes &
Geddes Ltd., 917 F.2d 1292, 16 USPQ2d 1635 (Fed. Cr
1990); and Ceneral MIIs Inc. v. Health Valley Foods, 24
usP@d 1270, 1277-1278 (TTAB 1992).

Opposer has criticized applicant’s evidence, claimng
that only three uses are in the nature of intervening,

good-faith uses, and that the usages are in renote
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geogr aphi cal areas from opposer. Qpposer al so asserts that
certai n uses have been abandoned, and that certain users
are defendants in lawsuits filed by opposer.

The bottomline is that consuners, at one tinme or the
ot her, have been exposed to a variety of uses of “care” and
“first” marks in the healthcare field. The mark CAREFI RST
is highly suggestive on its face, and the third-party usage
only confirns this. No matter how hard opposer has tried
to dimnish this duPont factor, the unassail able fact
remai ns that opposer’s mark is just one of several “Care”
and “First” marks in a crowded field.

Opposer has shown that it has been very aggressive in
chal I engi ng other uses of “Care” and “First” marks in the
heal thcare field. The record shows that opposer frequently
has sued third parties over their use of such marks.

Opposer has been involved in at |east forty-nine trademark
actions (seventeen in the federal district courts and
thirty-two at the TTAB) involving its CAREFI RST marKk.
Further, the record includes twenty-tw cease and desi st
letters fromopposer to third parties regardi ng what
opposer perceived to be infringing uses of its CAREFI RST
mark. See In re Wlla Corp., 565 F.2d 143, 196 USPQ 7, 8
at n. 2 (CCPA 1977) [letters fromconpetitors indicating

di sconti nuance of use of mark upon threat of |egal action
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show a desire to avoid litigation rather than

di stinctiveness of mark]. Although opposer has prevail ed
in many of these cases (but, certainly, not in all), these
successes do not appear to have di mnished the
attractiveness of such marks to others.

The mere commonal ity of “first” and “care” in the
parties’ marks (noreover, in the reverse order) is an
insufficient basis on which to find |ikelihood of
confusion. See Stouffer Corp. v. Health Valley Natural
Foods, Inc., 1 USPQd 1900 (TTAB 1986). The record clearly
establishes that the parties’ marks are highly suggestive,
gi ven the commonly understood and readily recogni zed
meani ngs of “care” and “first.” Thus, other healthcare
entities have adopted marks and nanes that include one or
both terms. Qur finding on this duPont factor is not
inconsistent wwth the view of at |east one other court. In
the case of CareFirst of Maryland Inc. v. First Care PC,
supra, the court determ ned, on summary judgnent, that
there was no trademark infringenment of opposer’s mark
CAREFI RST by a third-party’s use of the mark FIRST CARE in
connection with a famly practice group of physicians. In
so finding, the court relied on “substantial evidence
exist[ing] in the record show ng that considerabl e nunbers

of third parties use either the nanes CareFirst or First

60



Qpposition Nos. 91116355 and 91124847

Care.” The court made specific findings that “CAREFIRST is
a suggestive mark deserving sone trademark protection” and
that it “is arelatively weak and indistinctive mark.”

The highly suggestive nature of opposer’s mark, as
clearly denonstrated by the neanings of the terns “care”
and “first,” and the third-party uses in the healthcare
field, weigh in applicant’s favor.

Act ual Conf usi on

The parties are unaware of any instances of actual
confusi on between the involved marks. Further, each of the
third-party deponents testified that he/ she was unaware of
any actual confusion.

Applicant points to opposer’s substantial revenues and
contends that the |ack of actual confusion, “particularly
gi ven opposer’s w despread and strident |egal efforts, is
conpelling, if not dispositive, evidence that consuners are
not likely to confuse [the involved marks].” (Brief, p.
33).

G ven the revenues under opposer’s mark, one would
thi nk that opportunities for confusion would have occurred
in the past. Applicant’s contention is undercut, however,
by its statenents nmade in another context, nanely, that
“opposer and applicant operate in renote geographic

territories without any overlap in trade areas.” (Brief,
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p. 33). The parties’ renote uses, not to nention the
relatively small business of applicant, greatly dimnish
the |ikelihood of neaningful opportunities for confusion to
have occurred. Further, the lack of actual confusion may
al so be explained, at |least partially, to the
discrimnating care that a purchaser exercises when buyi ng
heal t hcare services such as those rendered by the parties.

We are entirely unpersuaded by opposer’s reliance on
the fact that counsel and a wi tness confused the marks on
certain occasions. Gven the volune of notions, briefs and
testinony in this proceeding, not to nention the “heat of
battle,” we are not surprised that, on at |east a few
occasions, either an attorney or a witness msspoke. In
t hese particular circunstances, we find that such m stakes
hardly are probative evidence of actual confusion.

In any event, the test is |ikelihood of confusion, not
actual confusion, and, as often stated, it is unnecessary
to show actual confusion in establishing |ikelihood of
confusion. See e.g., Wiss Associates Inc. v. HRL
Associates Inc., 902 F.2d 1546, 14 USPQRd 1840, 1842-3
(Fed. Gr. 1990).

W view this factor as neutral.
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Intent

Opposer contends that applicant adopted its mark in
bad faith. Opposer alleges that applicant’s mark was
sel ected by Kenneth Lewis, a forner officer of one of
opposer’s subsidiaries, that applicant downl oaded the
CAREFI RST regi strati ons owned by opposer when applicant was
in the process of deciding what mark to adopt, that
applicant originally adopted the mark FI RSTHEALTH prior to
swtching to the mark FI RSTCARCLI NACARE, and t hat
applicant’s tag line “A Health Pl an That Cares For People
First” underscores a neaning and inpression that is
identical to the one conveyed by opposer’s mark CAREFI RST.
I n opposer’s view, “[applicant] intended to ride the
coattails of a fampus mark and to benefit fromthe good
w Il [opposer] has built for itself, or, at least, to
hanper [opposer’s] entry into the Carolina market.”

(Brief, p. 44).

Contrary to opposer’s contentions, we find that the
facts do not add up to bad faith adoption. Although the
record shows that applicant had know edge of opposer’s use
when applicant adopted its mark, nere know edge does not
warrant a finding of bad faith. See, e.g., Edison Bros.
Stores, Inc. v. Cosmair, Inc., 651 F.Supp. 1547, 2 USPQR2d

1013 (S.D.N. Y. 1987). W agree with applicant when it
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states “the record in this case denonstrates a good faith
junior user searching for an available mark in an already
crowded field.” (Brief, p. 34).

According to the testinony of Lynn DeJaco (applicant’s
vi ce president of business devel opnent), the mark
FI RSTCAROLI NACARE was adopted to identify an enpl oyee
benefit plan under the broader mark FI RSTHEALTH. \When the
pl an was converted to a comrercial product to be offered to
the public, applicant sought to change the nanme FI RSTHEALTH
due to an agreenent with a third party regardi ng use of the
name FI RSTHEALTH. Applicant retained trademark counsel and
trademar k cl earance searches were conducted. M. DeJaco
testified that applicant desired to maintain an identity
with applicant’s already established FI RSTHEALTH mark, so,
in that connection, applicant wanted its new mark to begin
with “first.” M. DeJdaco also testified that the term
“care” was considered because “our core business is to care
for people.” (dep., p. 83). After reviewng the
possibilities with applicant’s chief executive officer,
FI RSTCAROLI NACARE was the mark selected. This decision was
then presented to M. Lewis and the board of directors for
approval after consultation with trademark counsel. M.
DeJaco explained the ultimte decision as follows (dep., p.

83)
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The reason why is that it uses

Carolina, which is FirstHealth of the

Carolinas. W always try to keep the

First in nost things that we do. And

care, because our core business purpose

is to care for people.
Applicant highlights its intent to |ink FI RSTCAROLI NACARE
to FI RSTHEALTH by pointing to the identical stylization of
the two brands and their concurrent placenent in certain
mar keti ng materi al s.

The timng of M. Lewis’ hiring appears to be nerely
coincidental with the selection of applicant’s mark. Wile
there is sone question as to the extent of M. Lew s’

i nvol venent in the selection of applicant’s mark, we cannot
infer fromhis prior enploynment with opposer that any of

M. Lew s’ actions while in applicant’s enploy were nmade in
bad faith. Although M. Lewis was involved in the
selection of the tagline “"A Health Plan That Cares For

People First,” we share applicant’s view that this slogan
fairly uses the comon terns “care” and “first.” W fail
to see how this shows any bad faith adoption of the mark
FI RSTCAROLI NACARE by applicant.

On this record, we conclude that applicant adopted its
mark in good faith to convey the key features of

applicant’s services, while also relating its new mark to

applicant’s established FI RSTHEALTH mar k.
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In sum we find no bad faith adoption. This factor is
neutral in our likelihood of confusion analysis.

Based on the record herein, and considering all of the
duPont factors on which there is evidence, we find that
there is no likelihood of confusion between applicant’s

mar kK and opposer’s trademark/ service marKk.

Regi stration No. 1543100

We next turn to consider the Iikelihood of confusion
bet ween applicant’s nmark and opposer’s collective
menbership mark shown in Registration No. 1543100. The
mere fact that applicant’s mark identifies services and
opposer’s mark identifies a collective nmenbership mark does
not, by itself, overcone the |ikelihood of confusion.

Rat her, I|ikelihood of confusion may exist from

cont enpor aneous use of a collective nenbership mark on the
one hand, and a trademark or a service mark on the other.
In re Code Consultants Inc., 60 USPQ2d 1699 (TTAB 2001);
and In re National Novice Hockey League, Inc., 222 USPQ 638
(TTAB 1984). The ultimate inquiry is whether “rel evant
persons” are likely to be confused. See generally

El ectronic Design & Sales Inc. v. Electronic Data Systens

Corp., supra.
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Al t hough the ultimate inquiry is the sane, the
anal ysis under Section 2(d) with respect to collective
menbership marks is somewhat different fromthat with
respect to trademarks or service marks. The trademark or
service mark analysis typically involves, as was the case
di scussed above, a determ nation of |ikelihood of confusion
anong purchasers or users as to the source of goods or
services. However, a collective nenbership mark does not
i nvol ve purchasers of goods or services. The sole purpose
of a collective menbership mark is to indicate nenbership
in an organi zation. Wile goods and services nay be
provi ded by nmenbers of an organi zation, a collective
menber shi p mark, as used or displayed by the nenbers of an
organi zation, serves only to identify the fact that such
menbers belong to the collective organi zation and to inform
rel evant persons of the nenbers’ association with the

1 Alstate Life Insurance Co. et al. v. Cuna

or gani zati on. 2
International, Inc., 169 USPQ 313 (TTAB 1971). Thus, the
finding of |ikelihood of confusion between a collective

menbership mark and a trademark or service mark is not

2L As noted in In re Code Consultants Inc., supra, in addition to
denoti ng nmenbership, the sane mark may al so be used by the

organi zation for other purposes, for exanple, as a service nark
or by the nenbers of the organization as a collective service
mar k. However, our determ nation herein nust be based solely on
opposer’s mark’s function as a collective nenbership nmark,
because that is what the registration covers.
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based on confusion as to the source of any goods or

servi ces that happen to be provided by the nenbers of the

col l ective organi zation. Rather, the question is whether

rel evant persons are likely to believe that the trademark

owner’ s goods and/or services enmanate fromor are endorsed
by or in sone other way associated with the collective

or gani zat i on.

The term “rel evant persons,” for purposes of a

col l ective nenbership mark, would not consist of
“purchasers,” but rather those persons or groups of persons
for whose benefit the nenbership mark is displayed.

El ectronic Design & Sales v. Electronic Data Systens, supra
at 1390. The question then becones whether applicant’s
service mark and opposer’s collective nenbership nmark woul d
be encountered by rel evant persons under circunstances that
coul d, because of the simlarity of the marks, |ead those
persons to m stakenly believe that there is some connection
bet ween applicant and opposer’s organi zati on.

The purchasers or users of applicant’s services and
the rel evant public for opposer’s nmenbership mark are, in
part, the same. Applicant’s services are directed, as
indicated earlier in this decision, to the ultimte

purchaser or user of healthcare services, nanely ordinary

consuners. Opposer’s mark i s used by opposer’s nenbers to
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indicate to the relevant public that its nenbers belong to
opposer’s organi zati on of nedical professionals and various
heal thcare entities. |In the absence of any limtation in
opposer’s registration, we nust assune the relevant public
i ncl udes those who are in the health care field (nedica
practices, doctors, hospitals, etc.), as well as those to
whom heal t hcare services are offered, such as ordinary
consuners, the very purchasers and users of applicant’s

servi ces. %2

The nmenbership mark coul d be di splayed or
pronoted in rendering healthcare services to the consuner
So as to advertise the nmenber’s affiliation with the
menbershi p organi zation even if the service itself is being
performed under a different mark. Boise Cascade Corp. V.
M ssi ssi ppi Pi ne Manufacturers Association, 164 USPQ 364
(TTAB 1969). Thus, applicant’s service mark and opposer’s
coll ective nenbership mark coul d be encountered by the sane
menbers of the relevant public.

Applicant’s services and the services provided by
opposer’s nenbers are identical or otherw se closely

related. The salient question then becones whether those

per sons who encounter applicant’s mark in connection with

22 These cl asses of purchasers and users al so conprise the

rel evant public for purposes of considering the factor of fane.
As expl ai ned above, however, the evidence falls short of proving
that either opposer’s trademark/service mark or collective
menbership mark i s fanobus.
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its services and opposer’s collective nenbership nmark as
used by its nmenbers would be likely to assune there is a
connection or relationship between the two sources.

For the reasons set forth above in considering
applicant’s mark vis-a-vis opposer’s registered
trademark/service mark, we find that the marks are
dissimlar, and that consumers woul d be accustoned to
di stingui shing between marks in the healthcare field
featuring “care” and “first.”

Accordingly, we find that confusion is not likely to
occur between applicant’s mark and opposer’s collective
menber shi p mark.

LI KELI HOOD OF CONFUSI ON CONCLUSI ON

The differences between the highly suggestive marks
CAREFI RST and FI RSTCARCLI NACARE, the crowded field of marks
featuring “care” and/or “first” in the healthcare industry,
and the relatively sophisticated decision in purchasing or
even using healthcare services, all warrant a finding of no
I'i kel i hood of confusion. Based on the record before us, we
see opposer’s |ikelihood of confusion claim whether based
on its trademark/service mark or on its collective
menbership mark, as anmounting to only a specul ative,

theoretical possibility. Language by our primary review ng
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court is helpful in resolving the Iikelihood of confusion
controversy in this case:

We are not concerned with nere
theoretical possibilities of confusion,
deception, or mstake or with de
mnims situations but with the
practicalities of the commercial world,
with which the trademark | aws deal

El ectronic Design & Sales Inc. v. Electronic Data Systens
Corp., supra at 1391 (Fed. CGr. 1992), citing Wtco
Chem cal Co. v. Wiitfield Chemcal Co., Inc., 418 F.2d
1403, 1405, 164 USPQ 43, 44-45 (CCPA 1969), aff'g 153 USPQ
412 (TTAB 1967).

We have carefully considered all of the evidence
pertaining to the relevant duPont factors, as well as al
of the parties’ argunments with respect thereto (including
any evidence and argunments not specifically discussed in
this opinion), and we concl ude that opposer has not proved
its Section 2(d) claimof Iikelihood of confusion, as based

on either of its registrations.

DI LUTI ON
In addition to its |ikelihood of confusion claim
opposer also raised a claimof dilution. The Federal
Trademark Dilution Act (FTDA) provides a federal cause of
action for the dilution of fanous marks, and the Trademark
Amendnent s Act of 1999 (TAA) requires the Board to consider

dilution under the FTDA as a ground for opposition. The
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FTDA and TAA protect any mark that is both distinctive and
f anmous agai nst use and registration of marks that woul d

| essen the capacity of the fanbus mark to identify and

di stingui sh the fanous mark owner’s goods and/or services.
NASDAQ St ock Market Inc. v. Antartica S.r.l., 69 USPQd
1718 (TTAB 1998).

The parties have discussed at sonme |length the various
factors involved in a dilution analysis, including whether
opposer’s all eged fanobus mark becane fanous prior to
applicant’s adoption of its mark, and whether “niche fane”
(either in ternms of geographic territory or of industry)
suffices for establishing dilution in a Board proceedi ng.

W note, at the outset, that courts and the Board have
held that dilution is an “extraordinary renedy.” See,
e.g., Advantage Rent-A-Car Inc. v. Enterprise Rent-A-Car
Co., 238 F.3d 378, 57 USPQd 1561, 1563 (5'" Gir. 2001); and
The Toro Conmpany v. Torohead, Inc., 61 USPQ2d 1164, 1173
(TTAB 2001). In view thereof, the Board has determ ned
that, unlike in Iikelihood of confusion cases, the Board
does not resol ve doubts in favor of the party claimng
dilution. The Toro Co. v. Torohead, Inc., supra at 1174.

Notwi t hst andi ng the interesting aspects of the
parties’ dilution discussion in this case, our viewis that

the dilution claimcan be easily dism ssed sinply on the
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basis of the involved marks. It is obvious that the marks
CAREFI RST and FI RSTCARCLI NACARE are not identical. For

di luti on purposes, a party nust prove nore than confusing

simlarity; it nust show that the marks are “identical or

very or substantially simlar.” The Toro Co. v. Torohead,

Inc., supra at 1183. As the Board noted in that case:

The test for blurring is not the sane
as for determ ning whether two marks
are confusingly simlar for |ikelihood
of confusion purposes. “To support an
action for dilution by blurring, ‘the
mar ks must be simlar enough that a
significant segnment of the target group
sees the two marks as essentially the
sane.’” Luigino’s, Inc., 170 F.3d, 50
USP2d at 1051 (quoting 2 McCarthy on
Trademar ks and Unfair Conpetition, 8§
24:90.1 (4'" ed. 1998). Therefore,

di fferences between the marks are often
significant. Mead Data (LEXUS for cars
did not dilute LEXIS for database
services).

Id. In the Toro case, the Board found that the marks TORO
and ToroMR and design, although simlar, were not
“substantially simlar” for dilution purposes. |d.
[ “Alt hough the same word ‘toro’ appears in both marks, we
do not see the marks as being ‘essentially the same.’”].

In the present case, we earlier discussed the
di fferences between the marks CAREFI RST and
FI RSTCAROLI NACARE, finding themto be so dissimlar that

consuners would not be confused. G ven that finding, and
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now focusing on the marks in the context of the dilution
claim we obviously nust also find that the marks are not
“very or substantially simlar,” and we do not see the
mar ks as being “essentially the sane.”

Accordi ngly, opposer’s dilution claimmust fail on
t hi s basis al one.

Just as we indicated above in connection wth our
conclusion on |ikelihood of confusion, we |Iikew se state
that we have carefully considered all of the evidence
pertaining to dilution, as well as all of the parties’
argunents with respect thereto (including any evi dence and
argunents not specifically discussed in this opinion), and

we concl ude that opposer has not proved its dilution claim

Deci sion: The counterclains are dism ssed. The

oppositions are di sm ssed.
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